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The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the in\ ention thereof by the applicant for a patent. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-16 are rejected under 35 U.S.C. 102(a) as anticipated by or in the alternative 
under 35 U.S.C. 103(a) as obvious over Pasqualoni et al. (050). 

The reference teaches in the abstract and sections [0024]-[0026] and [0042] and the 
claims, a slurry comprising water and polishing particles (fumed silica) in a defined amount (1- 
25%), wherein the number of particles having a size "greater than about" 0.5 microns is defined 
as 25-150,000, preferably 1000-6000 particles in a 30 micro liter sample. 

The claimed invention is anticipated by the reference because the reference teaches a 
composition that can contain, for example, 1000 particles in a 30 micro liter sample and this, 
when defined in terms of an amount of particles per ml, directly reads on the claimed invention, 
thus inherently meeting the claimed criteria. 

With respect to claim 1, 2, 3, 7 the limitations of the number of particles per volume unit 
being larger than about 0.5 micron is literally defined and although the reference does not 
explicitly teach the number of particles in the 1 micron size range, it does teach the number of 
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particle in the 0.5 micron range and since the number of particles will display a size distribution, 
it is viewed as apparent that the size distribution of the reference reads directly on the size 
distribution of the claimed invention absent evidence to the contrary, which applicants have the 
burden of showing. 

In the alternative, the subject matter as a whole would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have selected the overlapping 
portion of the range disclosed by the reference because overlapping ranges have been held to be 
a prima facie case of obviousness, see In re Malagari, 182 U.S.P.Q. 549; In re Wertheim 191 
USPQ 90 (CCPA 1976). In addition, in the alternative to the rejection of claim 7 above, the 
limitations are met because the limitation "greater than 0.5 microns, as defined by the reference 
clearly reads on the claimed sizes and the skilled artisan would have appreciated that this allows 
one to shift the distribution to one that appears to read on the instant invention absent evidence to 
the contrary. In addition, regarding the particle size distribution, the reference clearly implies 
that the range of the distribution can be manipulated (manipulation of the range of the reference 
is clear in view of the statement "25-150,000 particles") and it appears that the disclosed range of 
the reference reads on the disclosed range of the instant application and applicants have the 
burden of showing otherwise as no testing facilities are available at the PTO, and the incomplete 
data in both the reference and the instant invention do not allow for a direct comparison of the 
specific distribution of particles. 

With respect to claims 5-6 and 11-16, applicants use process limitations to define the 
product and "product-by-process" claims do not patentably distinguish the product even though 
made by a different process. In re Thorpe 227 USPQ 964. 
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The references cited on the 1449 have been reviewed by the examiner and are considered 
to be art of interest since they are cumulative to or less than the art relied upon in the above 
rejections. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Michael A Marcheschi/ 
Primary Examiner, Art Unit 1793 



